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REMARKS 

This is in response to the Office Action dated May 
13, 2008. Reconsideration and reexamination is 
respectfully requested. 

Status of Claims 

Claims 16-32 are pending and all are rejected. 
Claims 1-15 and 33-35 are canceled. Claims 36 and 37 are 
new . 

Claims 20 and 25-27 are rejected under 35 USC 112, 
second paragraph, as indefinite, the Examiner contending 
that these claims recite the term "wound profile" which 
the Examiner perceives as ambiguous. 

Claims 16-32 are rejected as obvious over Mesnel et 
al. (529067)in view of Gallas (EP 0 836 962) in view of 
Steffen (6024364) . 

Traversal of the Rejections 

Applicants respectfully traverse the rejections as 
to indef initeness and anticipation. The applicants' 
position is explained in the arguments presented below. 

Rejections as to Indef initeness 

Claims 20 and 25-27 are rejected as indefinite for 
the use of the term "wound profile" according to the 
Examiner. Claims 20 and 25-27 have been amended. The 
specification on page 5 was amended to provide further 
clarification. As this amendment is supported by the 
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original PCT application as discussed below, it is 
believed that no new matter has been added. 

As noted in applicant's previous reply, use of this 
phrase is supported in the substitute specification on 
page 5, lines 34 and 35 and page 6, line 1. The term 
"wound" is the past tense of the term "wind" and refers 
to the fact that the sealing profile can exist in a 
coiled or spooled form, for example, wound or coiled 
around a tube or spool. To apply the profile to a gap 
between a motor vehicle door and its respective opening, 
the profile is uncoiled from the tube or spool around 
which is was wound. The term "wound" as recited in the 
claims is derived from a translation of the original 
German language claims which used the term "auf gewickelt" 
(see, e.g., original PCT application, claim 5), past 
tense of "aufwickeln" which, according to the German- 
English Technical and Engineering Dictionary (DeVries and 
Herrmann, McGraw-Hill, New Second Edition, 1966) , means 
"to spool, coil, wind (up, onto)". Applicants contend 
that the phrase "wound profile" refers to the way the 
product can be supplied to consumers, and should not 
present any ambiguity or uncertainty as the profile is 
inherently flexible and therefore readily susceptible to 
winding on a spool or tube for convenience of handling. 

The present application is a national phase 
application of a PCT application written in the German 
language. Although an English translation of the 
application was provided as required for the national 
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phase, the original application is nevertheless the 
original PCT application. As noted above, the original 
German language in the PCT application supports the 
amendment to the specification, and which is believed to 
clarify the allegedly indefinite language. Withdrawal of 
this rejection is reguested. 

Traversal of Rejections as to Obviousness 

Claim 16 was amended to add the limitation that 

a second tubular member surrounding and co- 
extending with said first tubular member, said first 
tubular member having a larger resilient restoring 
force than said second tubular member, said second 
tubular member having a hardness less than said 
first tubular member. 

This amendment is fully supported in the 
specification as originally filed, see substitute 
specification of English translation at page 8, line 14 
to 24 (co-extrusion of continuous profile) . This 
language necessarily reguires that the profile members be 
co-extending and thus this is another way of saying that 
which was originally disclosed. No new matter is 
believed to be added. Similar language was also added to 
the specification. 

Claim 16 recites, in relevant part, a sealing 
profile comprising "a first tubular member surrounding a 
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hollow space; and a second tubular member surrounding and 
co-extending with said first tubular member, said first 
tubular member having a larger resilient restoring force 
than said second tubular member , said second tubular 
member having a hardness less than said first tubular 
member " . 

Reference Mesnel et al. discloses a seal for an 
automobile having means for reinforcing a corner portion 
of the seal. The seal has a channel section 1 (Figs 8 
and 9) and a tubular element 2 attached thereto. A 
tubular insert 4 is provided within the tubular element 
2 . This makes the tubular element 2 more resistant to 
deformation in the corner portion of the door frame 
before the tubular element 2 is securely attached to the 
channel section 1. Column 4, lines 27-37 and 51-54. 
Mesnel et al is directed to corner reinforcement (an 
insert) and does not teach or suggest, inter alia, a 
first tubular member surrounding a hollow space; and a 
second tubular member surrounding said first tubular 
member where the second tubular member is co-extending 
substantially with the first tubular member . In 
comparison to the present invention, Mesnel teaches a 
different structure used for solving a different problem. 

Secondary reference Gallas discloses a sealing 
profile having an opposite configuration from that of the 
present invention. Whereas Claim 16 recites the second 
or outer layer being a softer material than the first or 
inner layer, Gallas teaches a soft inner layer "formed 



REPLY TO OFFICE ACTION 
DATED May 13, 2007 
Appln. No. 10/526,119 - 13 - 

from a low density, cellular thermoplastic material. The 
cellular material is generally in a spongy form in which 
the majority of the cells are open". (Gallas, column 2, 
lines 27-30.) The outer layer of Gallas "is formed from 
a cellular thermoplastic material with a higher density 
than the material forming the inner portion 24 . The 
higher density material generally comprises material with 
a cellular structure in which the majority of the cells 
are closed". (Gallas, column 2. lines 34-38) . 

Applicant respectfully disagrees with the statement 
on page 5 of the office action indicating that the 
structure disclosed in Gallas of a high density closed- 
celled structured thermoplastic material as the outer 
layer and a low density open-celled structured 
thermoplastic material as the inner layer of the sealing 
profile is a preferred structure of Gallas. This is not 
simply a preferred structure, but the only structure 
disclosed in Gallas. See e.g., the abstract and claims 
which all specifically point out this feature. Thus 
Gallas teaches away from the present invention as claimed 
and cannot provide the requisite teaching or motivation 
for modifying references for an obvious rejection. 
Applicant also disagrees with the statement in the office 
action that Gallas is used in the rejection to show the 
ability to form the sealing profile with the opposite 
structure of that of the present invention. A prior art 
reference must be considered in its entirety, i.e., as a 
whole, including portions that would lead away from the 
claimed invention . MPEP 2143.02(VI). Here, the 
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teachings of Gallas that are contrary to the present 
invention can not be ignored. Moreover, Gallas cannot be 
used as a basis to combine and modify references to do 
the opposite of that which is expressly taught by Gallas, 
thereby destroying the very functionality of Gallas. 
See, e.g., MPEP 2143 . 01 (V) (The Proposed Modification 
Cannot Render The Prior Art Unsatisfactory For Its 
Intended Purpose) and 2143 . 01 (VI) (The Proposed 
Modification Cannot Change The Principle Of Operation Of 
A Reference) . Gallas provides no motivation or rationale 
whatsoever for modifying any reference so as to reverse 
the structures of Gallas in a manner to provide 
advantages and functionality of the present invention 
very different from that of Gallas. 

Claim 16 and all claims depending therefrom are thus 
believed patentable. It is unclear if or how the Steffen 
reference is part of the rejection of claim 16 since 
claim 16 does not claim an outer coating of fiber as 
indicated on page 4 of the office action. In any event, 
as indicated below, Steffen adds nothing additional 
regarding claim 16. 

The reference to Steffen (6024364) discloses an all- 
purpose sealing profile. The reference is cited in the 
office action for the proposition that Steffen discloses 
an outer coating of fiber applied to the sealing profile 
to prevent any hyperextension caused from the event of a 
fire. The rationale for the alleged 

combination/modification of references is that it would 
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be obvious to one of ordinary skill in the art to add a 
fiber outer surface layer to the combination of Mesnel 
and Gallas to form a protected sealing profile that will 
not hyperextend in case of a rise in temperatures due to 
a fire. The basis for this rationale for making the 
combination/modification is unclear as the present 
invention is unconcerned with fire, and it is unclear how 
this rationale would apply to the present invention. 
Moreover, nothing regarding fire can be found in the 
Steffen reference. Accordingly, the basis for this 
combination should be withdrawn. There must be a clear 
articulation of the reasoning for an obviousness 
rejection (Examination Guidelines for Determining 
Obviousness Under 35 USC 103 in View of Supreme Court 
Decision in KSR) . 

The difference between the sealing profiles is 
further emphasized in the particular choice of materials. 
Whereas applicants provide, as an example, the use of 
silicone for the inner layer and softer sponge rubber 
such as EPDM for the outer layer (see page 7, lines 9, 
10, 23-25, and page 5, line 25), Gallas, at column 2, 
lines 29-38, teaches making the inner layer of spongy, 
open celled materials including EPDM and the outer layer 
of higher density, closed cell material. Applicants 
acknowledge that the particular material examples are not 
recited in Claim 16. Applicants mention them in argument 
only to explain the significant difference between Claim 
16 's recitation of "said second tubular member having a 
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hardness less than said first tubular member" and the 
teachings of Gallas, in which the softer material layer 
is the inner layer, and not the outer layer as recited in 
Claim 16. 

Claim 17 depends on Claim 16 and should be allowable 
for the same reasons that Claim 16 is allowable over the 
cited reference. 

Claims 18 and 22 depend, either directly or 
indirectly, on Claim 16 and should be allowable for the 
same reasons that Claim 16 is allowable. Furthermore, 
both Claim 18 and Claim 22 recite "a fiber coating that 
is applied to an outer surface of said second tubular 
member". As discussed above, the Steffen reference is 
believed to be non-applicable. 

Claims 19, 20 and 21 depend on Claim 16 and should 
be allowable for the same reasons that Claim 16 is 
allowable . 

Claims 23 and 24 depend indirectly on Claim 16 and 
should be allowable for the same reasons that Claim 16 is 
allowable . 

Claims 25-30 depend indirectly on Claim 16 and 
should be allowable for the same reasons that Claim 16 is 
allowable . 
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Claim 31 recites the subject matter of Claim 16 and 
18 and should, therefore, be allowable according to the 
arguments presented above for those claims . Claim 32 
depends upon Claim 31 and should be allowable for the 
same reasons that Claim 31 is allowable. 

New Claim 36 is the same as prior claim 17 before 
the present amendment. Mesnel et al . uses inserts in the 
area of corners to prevent bunching. It is not a seal 
having an inner and outer profile that is produceable by 
co-extrusion. Moreover, Gallas teaches away from a seal 
with the two profiles having the properties as claimed as 
discussed above. Thus claim 36 is believed patentable. 
Claim 37. depending from claim 36, is likewise 
patentable, and, moreover, includes the express 
limitation that the two profiles are produced as 
continuous profiles. This is contrary to the teachings 
of Mesnel et al. Claim 37 is thus believed patentable. 

Summary 

Applicants have shown, in the arguments presented 
above, that the cited references fails to meet the 
criterion for obviousness because there is no clear 
rationale for the combination/modification of references 
for the claimed invention. Applicants contend 
respectfully that the claims are allowable over the cited 
reference and reguest that the rejections be withdrawn 
and the application passed to issue. 
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Respectfully submitted 
Fox Rothschild LLP 



By: /gah/ 
Gary A. Hecht 
Reg. No. 36,826 

1101 Market Street, Suite 2600 
Philadelphia, PA 19107-2950 
Telephone: (215) 923-4466 
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